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November 1, 2021 – HHR secured a favorable ruling for Best Foods LLC when a California federal judge

dismissed a trademark infringement lawsuit brought by Nestle USA (NUSA) against the specialty grocery

wholesaler.

On Sept. 9, U.S. District Judge Mark Scarsi granted HHR’s motion to dismiss the suit on the ground that the owner

of NUSA’s trademarks, Societe des Produits Nestle S.A. (SPN), has not been joined in the litigation despite having

an interest in the claims put forward by NUSA as required by the Federal Rules of Civil Procedure.

In March, NUSA �led a complaint accusing Best Foods of unfair competition and false advertising for selling gray

market Mexican Nestle products in the U.S. through illegitimate distribution channels. NUSA sought injunctive

relief, accounting and disgorgement and damages among other remedies for Best Foods’ alleged unauthorized

sale of Nescafe co�ee, La Lechera milk and Media Crema cream products.

In its motion, HHR argued that SPN, as the owner of Nestle’s trademarks, is a required party under the federal

rules.

Judge Scarsi agreed with HHR and concluded that “until NUSA removes such allegations or joins SPN as a party,

the Court cannot grant NUSA’s requested relief without inappropriately a�ecting SPN’s ownership interests in the

Nestle Marks or subjecting Best Foods to potentially duplicative liability.”

NUSA �led an amended complaint on Oct. 1, this time adding SPN as a plainti�. Best Foods �led a motion to

dismiss the amended complaint on Oct. 15, now looking to focus the court’s attention on the “common control”

that SPN holds over the trademarks and quality of the products manufactured by NUSA and Nestle Mexico.

Hughes Hubbard Wins Dismissal of
Trademark Suit for Grocery
Wholesaler

News & Events

Hughes Hubbard & Reed LLP • A New York Limited Liability Partnership
One Battery Park Plaza • New York, New York 10004-1482 • +1 (212) 837-6000

Attorney advertising. Readers are advised that prior results do not guarantee a similar outcome. No aspect
of this advertisement has been approved by the Supreme Court of New Jersey. For information regarding
the selection process of awards, please visit https://www.hugheshubbard.com/legal-notices-
methodologies.

By clicking “Accept All Cookies”, you agree to the storing of cookies on your device to enhance site

navigation, analyze site usage, and assist in our marketing e�orts.

https://www.hugheshubbard.com/legal-notices-methodologies


Hughes Hubbard Wins Dismissal of Trademark Suit for Grocery Wholesaler 2/2

HHR also emphasized that SPN is the legal source of all the goods at issue, because, as the trademark owner, it

bears ultimate responsibility to police use of its marks. If the court �nds that there is common control, it could

dismiss Nestle’s amended complaint with prejudice and set an important precedent for lawful importation in the

9th Circuit. The parties will continue brie�ng the motion to dismiss in October and November. Oral argument is

tentatively set for Dec. 6.

Diego Durán de la Vega and Rita Haeusler lead the HHR team, which also includes Michael Polka, with key

assistance from Jim Dabney, Robert Bell, Jim Klaiber, Hilary McDonnell, Racquel Gonoretzky, James Larson,

Kenneth Corte, Natasha Faisal and Vienna Roche.
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