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1. Jurisdiction, Venue, and Other Issues When Non-
U.S. Companies Sue Other Non-U.S. Companies in 
the United States (Thomas Lee)

2. Obtaining Discovery in U.S. Court for Use in 
Foreign Litigation or International Arbitration (Derek 
Adler)

3. Bringing Trade Secret Misappropriation Claims in 
U.S. Court or before the U.S. International Trade 
Commission (ITC) (Seth Rothman)

How Korean Companies Can Bring Claims Against Non-
U.S. Companies in U.S. Courts and Proceedings
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• Discovery of documents and electronic files.  You can get discovery of 
documents that you cannot get in Korea or other countries.

• Negotiating leverage.  Initiating proceedings before a U.S. court or 
agency may improve your negotiating position in a controversy with a 
Korean company or other non-U.S. company or person.

• Preliminary injunctive relief.  It is comparatively easier to get a U.S. 
court to grant a preliminary injunction that will stop the adversary from 
engaging in activity in the United States and sometimes in other 
countries as well.

• Cost: not as high as expected.  Although filing a lawsuit in federal court 
may be expensive, it is not so expensive to file a request for discovery 
assistance for a foreign or international tribunal or a complaint before 
the U.S. International Trade Commission (ITC).  Costs will rise if the 
opponent challenges the request or complaint.

Why should a Korean company sue or file in a U.S. court 
or agency against another Korean or foreign company?
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• Jurisdiction over the subject matter of the dispute
o U.S. federal courts are preferred forum for foreign litigation. To file suit, claimant must have 

a claim under federal law (such as patent, trademark, antitrust claims) or file a state-law 
claim (such as breach of contract) against at least one U.S. defendant, such as the U.S. 
subsidiary of a foreign company if possible.

o U.S. state courts have separate subject matter jurisdiction rules, but state judges are 
generally not as good as federal judges or as experienced with international cases.

• Jurisdiction over the person of the defendant/s
o The defendant must be a citizen of the state (or incorporated in the state or have its 

principal place of business there) or have “minimum contacts” arising from or related to the 
claim in the state in which the suit is brought.  Also, service must be made properly on the 
defendants, pursuant to U.S. court rules or orders.

• Venue
o In addition to jurisdiction, U.S. courts have venue rules regarding where suits may be 

brought. U.S. courts also have discretion to dismiss cases if critical evidence and parties are 
in another country that has stronger regulatory interest—‘forum non conveniens’ dismissal.

Basic rules of jurisdiction, venue, and other 
considerations for filing a lawsuit in U.S. court
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• Alibaba Group (China) sues Cryptocurrency issuer (Dubai corporation, 
ledger entries in Minsk, Belarus) ABBC (then “AliBaBaCoin”) for trademark 
infringement in U.S. court in Manhattan.
o Alibaba Group Holding Ltd. v. Alibabacoin Foundation, 18-CV-2897 (JPO), 2018 WL 

5118638 (S.D.N.Y. Oct. 22, 2018).

o The claim is that the cryptocurrency user is infringing on the trademarks of the Chinese 
online retailer without its consent and in a manner that is likely to cause confusion among 
ordinary consumers as to the source or affiliation of the goods, here ABBC cryptocurrency.

• The U.S. court upheld personal jurisdiction, on the view that “Alibaba has 
presented evidence that at least one New York resident has purchased 
AlibabaCoin on at least three occasions.”

• What about claims for fraud in cryptocurrency marketing?  Is a 
cryptocurrency a “security” (something people invest in on the promise of 
profits) or a currency?  If it’s a security, then since there is no national 
exchange on which it’s offered, it may be subject to U.S. federal securities 
antifraud laws, and a litigant may sue if it can prove any U.S. purchasers.

2018 case: Ali Baba Group sues Dubai/Belarus 
cryptocurrency issuer in New York
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• Section 1782 of  the U.S. Judicial Code allows an “interested person” to file 
in U.S. court for discovery in aid of a foreign or international proceeding.  

1) WHERE?
“The district court of the district in which a person resides or is found” 

2)  WHAT? 
“may order him to give his testimony or statement or to produce a 
document or other thing”

3) WHY?  
“for use in a proceeding in a foreign or international tribunal, including 
criminal investigations conducted before formal accusation”

4)  HOW?  
“The order may be made pursuant to a  . . . 
- “request made by a foreign or international tribunal” or 
- “upon the application of any interested person”

Obtaining Discovery in the United States for Use in 
Non-US Litigation or International Arbitration, 28 U.S.C. 
1782
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• Proceeding before a foreign or international tribunal
o Not only court proceedings; also “administrative and quasi-judicial proceedings”.

o The proceeding need not have been commenced yet, so long as it is within 
“reasonable contemplation”.

• Can you use Section 1782 to obtain evidence for use in an 
international arbitration?
o Different U.S. courts have reached different conclusions.

o Court of Appeals for the Second (including New York), Fifth (including Texas) and 
Seventh (including Illinois) Circuits do not allow.

o Fourth (including Virginia) and Sixth Circuits (including Ohio) allow.

o U.S. Supreme Court decided on March 22, 2021 to hear the case to resolve this 
split of opinions later this year (Servotronics, Inc. v. Rolls-Royce PLC, et al.).

U.S. Discovery for what types of foreign or international 
proceedings?
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• “Interested Person”
o Typically a party to a litigation, but can also be subject/target of an investigation, 

or anyone with “significant participation rights” who has “a reasonable interest in 
obtaining judicial assistance” (for example an heir to a foreign estate).

• Documents or Information located in the United States
o Can obtain documents from a person or entity in the United States.

o Can take deposition (oral examination under oath) of person in the United States.

o Target can be party or non-party in foreign proceedings, but more likely to get 
from non-party.

o U.S. standard of relevance is very broad.

o No requirement that the materials would have been discoverable under foreign 
procedures.

o Evidence can be gathered in form or using process tailored to foreign procedures 
and admissibility requirements.

Who can request, against whom, and what can the 
requester obtain?
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• No need for permission from foreign court or tribunal.

• No need for formal letter of request from foreign court.

• Interested party makes direct application to the U.S. district court 
for district where target is located.

• Court will usually grant the motion ex parte, giving applicant 
permission to serve subpoena on the target.

• After subpoena is served, U.S. discovery target or foreign 
adversary can challenge the order by way of a motion to vacate.

• The cost of making the application is inexpensive but there may be 
costs associated with taking discovery and if the request is 
challenged.

Procedures for making an application under Section 
1782
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• Whether to grant an order under Section 1782 is discretionary, but 
the U.S. courts are quite permissive in allowing Section 1782 
applications.

• Factors to be considered in exercising discretion include:
o Is the target for discovery a party to the foreign proceeding, so that discovery 

should more properly be requested from the foreign court?

o Is the foreign or international tribunal receptive to application for U.S. discovery 
and the use of any evidence gathered under Section 1782?

o Is the applicant seeking to get around restrictive evidence rules in the foreign or 
international jurisdiction where the proceeding is pending?

o Does the request seem unduly burdensome or intrusive?

Intel Corp. v. Advanced Micro Devices, Inc., 542 U.S. 241 (2004).

How does the U.S. court decide whether to grant 
discovery?
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• There are many examples.

• Korean government itself has regularly made application for U.S. 
disclosure for use in Korean proceedings.

• The decisions indicate that the Korean courts are generally 
considered to be receptive to evidence gathered in the U.S. under 
Section 1782.

Section 1782 Matters involving Korean proceedings and 
companies
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In re Proceedings before Korean Dist. Ct. in Rep. of Korea, No. C02-
2097R (W.D. Wash. Nov. 1, 2002).

• Pacific Enterprise had brought action against Samho Co. in Busan 
District Court, alleging claims for fraud, conversion, fraudulent 
conveyance and intentional interference with business relations.

• Pacific Enterprise applied for discovery from Samho’s U.S. 
subsidiary, Samho America, including deposition of Samho
America’s President, Bong Woo.  Mr. Woo and Samho America 
were alleged to have been involved in the acts that gave rise to the 
Korean claims.

• U.S. court allowed discovery, dismissing Samho America’s 
suggestion that “the Korean court would be offended by deposition 
procedures in this country because, in Korea, examination of 
witnesses is within the sole province of judges.”

2002 request made by a Korean company against 
another Korean company’s U.S. subsidiary in Seattle
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In re ex parte Application of Qualcomm Inc., 162 F. Supp. 3d 1029 
(N.D. Ca. 2016).
• Report of Korean Fair Trade Commission (KFTC) charged Qualcomm with 

violating Korean antitrust law.

• Qualcomm had limited time to respond to report, no direct access to 
underlying evidence considered by KFTC or provided to it by third parties.

• Qualcomm made motion under Section 1782 seeking information 
competitors had provided to the KFTC. 

• U.S. Court exercised its discretion to deny the discovery, on the basis that:
o The KFTC had itself submitted an amicus brief opposing the application for 

discovery, showing that the relevant foreign tribunal was not hospitable to U.S. 
disclosure under Section 1782 in this case.

o Qualcomm appeared to be circumventing procedures by which it could request 
the evidence underlying the KFTC’s report, and restrictions the KFTC itself would 
place on access to such evidence.

2016 case involving request by Qualcomm versus 
Samsung Electronics
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• Korean companies seeking redress for trade secret 
misappropriation may be able to bring claims in the United States.

• U.S. law provides two ways for Korean companies to do this:
o File a complaint with the U.S. International Trade Commission

o Bring an action in U.S. federal court

• Why come to the United States?
o Discovery: As discussed, U.S. rules permit you to obtain discovery from the other 

side.

o This is especially important in trade secret cases where the evidence of the 
misappropriation is typically in the other side’s possession.

o Better chance of success:  Trade secret plaintiffs in the United States win at trial 
almost 70% of the time.    

Bringing Trade Secret Misappropriation
Claims in the United States
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• The ITC:  The U.S. International Trade Commission (“ITC”) is a 
federal agency that adjudicates trade disputes under Section 337 
of the Tariff Act.

• Section 337:  Section 337 of the Tariff Act prohibits “unfair methods 
of competition and unfair acts in the importation of articles . . . into 
the United States, . . . the effect of which . . . is to destroy or 
substantially injure an industry in the United States.” 

• Applies to Trade Secrets:  Section 337 is commonly used to protect 
patent rights, but it also applies to the misappropriation of trade 
secrets.

• Extraterritorial Reach:  In 2011, the Federal Circuit held that 
Section 337 has extraterritorial reach.  Tianrui Group Co., Ltd. v. 
ITC, 661 F.3d 1322 (Fed. Cir. 2011).

Filing a Complaint with the ITC 
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• The investigation takes place before an Administrative Law Judge 
(“ALJ”) and follows the ITC’s procedural rules.

• It is an investigation, not a court case.
o Upon receipt of the complaint, the ITC must first determine whether to open an 

investigation.

o The ITC participates in the proceeding through its staff attorneys.  The staff 
attorneys represent the interests of the United States.

o The ALJ makes an initial determination, which is reviewed by the Commission.

o The U.S. President may disapprove the ITC’s determination for policy reasons.

• Similarities to court cases:
o The parties may engage in discovery, including depositions.

o There is a hearing, similar to a trial, before the ALJ.

o There is a right to appeal.

Features of ITC Investigations
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• Advantages of ITC Investigations:
o They are faster than court cases.  ITC investigations typically take 16-18 months.  

Federal court cases may take 30-36 months.

o There is no need to prove personal jurisdiction over the respondent.  The ITC 
exercises “in rem” jurisdiction over the articles sought to be imported into the 
United States.

o You can obtain an order of exclusion, preventing the articles from being imported 
into the United States and/or a cease and desist order with respect to articles 
that are already in the United States.

• Disadvantages of ITC Investigations:
o There are no money damages.

o There is a Domestic Industry Requirement:  The complainant must show that the 
alleged misappropriation will substantially injure a domestic U.S. industry. 

Pros and Cons of ITC Investigations
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• The Defend Trade Secrets Act of 2016
o Amended the Economic Espionage Act of 1996 to create a private right of action 

and federal jurisdiction for the theft of trade secrets.

o Provides for actual damages, punitive damages (up to 2x), and injunctive relief.  

• Extraterritorial Reach of the DTSA
o Last year, a federal court in Illinois found that the DTSA has extraterritorial reach.

See Motorola Solutions, Inc. v. Hytera Communications Corp., 436 F. Supp. 3d 
1150 (N.D. Ill. 2020).  

o The court’s opinion was based on text in the Economic Espionage Act, which 
stated that the Act applied to “conduct occurring outside the United States if . . . 
an act in furtherance of the offence was committed in the United States.” 

o Accordingly, plaintiff must show a domestic act, but the act does not have to be 
part of the misappropriation itself.

o As in any court case, the plaintiff must also show that the court has personal 
jurisdiction over the defendant.   

Bringing a DTSA Action
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• The Botox Case:  
o Medytox brought an ITC complaint against Daewoong and Daewoong’s U.S. 

licensee, for misappropriating trade secrets relating to Medytox’s strain of 
botulinum toxin bacteria. The ITC imposed a 21 month ban on Daewoong and 
issued a cease and desist order on its U.S. licensee.  Thereafter, Daewoong’s
U.S. licensee settled the ITC case and a separate California trade secret case.  
As a result of the settlement, the ITC rescinded its remedial orders. 

• The Lithium Ion Battery Case:    
o LG Chem brought an ITC complaint and DTSA action against SK for  

misappropriating LG Chem’s trade secrets relating to lithium ion batteries for 
electric vehicles.  Pursuant to a U.S. statute, the DTSA action was stayed while 
the ITC investigation was pending.  The ITC imposed a 10 year ban on SK, but 
tailored the relief to permit SK to supply batteries to Volkswagen and Ford.  The 
case was then referred to President Biden.  While waiting for the President’s 
decision, LG Chem and SK settled their dispute with help from the U.S. trade 
representative.   

Two Recent Examples Involving Korean Companies
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• Thank you for attending this webinar.

• Please feel free to email us if you have any follow-up questions.

Thank you! 

Seth Rothman
New York, NY
(212) 837-6872
seth.rothman@hugheshubbard.com

Derek Adler
New York, NY
(212) 837-6086
derek.adler@hugheshubbard.com

Thomas Lee
New York, NY
(212) 837-6344
thomas.lee@hugheshubbard.com

Attorney advertising. This w ebinar provides general information and does not constitute legal or investment advice. 
Private policy: w ww.hugheshubbard.com/privacy-policy-notice
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